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DETAILED ACTION 



Specification 

1 . The previous objection to the specification is withdrawn due to the amendment 
filed on September 6, 2006. 



2. Applicant's cooperation is requested in correcting any errors of which applicant 
may become aware in the specification. For example, the specification is objected to 
because in the abstract the word "be" should be inserted after "may" in line 5. 



Double Patenting 

3. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 USPQ 
644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 
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4. Claims 6-10 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 12-16 of 
copending Application No. 10/727,678. Although the conflicting claims are not identical, 
they are not patentably distinct from each other because claims 12-16 of Application No. 
10/727,678 are doing same function as claims 6-10 of present application. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 6-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Watts (U.S. Patent 6,336,161 B1). 

Regarding claim 6, Watts teaches a data processing system including: 
a rotatable medium capable of storing information (Fig. 1, Hard Disk 20; column 
3, lines 33-35); 
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a DRAM device adapted to store and provide access to critical data (Fig. 5, 
DRAM 72; column 5, lines 38-44; column 6, lines 6-13); and 

a FLASH memory, the FLASH memory adapted to store and provide access to 
data (Fig. 5, Flash 74; column 6 lines 6-13) in order to provide non-volatile access to the 
data faster and with less power than a rotatable medium alone; and 

a processor, the processor configured to be execute computer code loaded into a 
cache memory (Fig. 1, CPU 12; column 3, lines 29-31), 
the computer code including: 

computer code for detecting a low power state event (Fig. 2a, step 42; 
column 4, lines 9-13); 

computer code for retrieving critical data from the DRAM device (Fig. 5; 
column 5, lines 38-44; column 6, lines 6-13); and 

computer code for storing the critical data in the FLASH memory (Fig. 2a, 
step 44; column 2, line 33-36; column 4, lines 13-19). 

Watts fails to explicitly mention that the semiconductor memories (e.g., DRAM or 
FLASH) may be integrated in the hard drive device, as in the claimed invention (note 
that in Figure 3 of the invention, although DRAM and FLASH memory is tacked onto the 
outside of the controller 320, it is still within the box of device 305). Figure 1 of Watts 
shows the semiconductor memory in memory subsystem 13 and the hard drive 20. 
However, integrating various memories into a single board or chip or "device" was well 
known at the time of the invention. It would have been obvious to one having ordinary 
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skill in the art at the time the invention was made to integrate the FLASH and DRAM of 
Watts into the hard drive 20, either as elements on the same board or in a prepackaged 
module, for example, since (1) the benefits of doing such were obvious - the closer 
proximity would have permitted faster access times (i.e., closer to the registers that 
need to have data preserved, note column 4, lines 13-20), plus real estate on the board 
may have been reduced to permit a smaller size device, etc., (2) as explained in the 
rejection, the Watts system performs exactly the same functions as the present 
invention, for exactly the same reasons - the only difference is where the 
semiconductor memories have been placed, (3) the system of Watts was designed with 
a great degree of flexibility, note "the computer 10 shown above is a simplified block 
diagram, the invention as described could be used in many different computer 
programs" in column 3, lines 38-41 , (4) this flexibility extended to the DRAM ("fast 
memory") and the FLASH memory, note the explicit statement, "the fast memory and 
the flash EEPROM could be combined on other modules as well", (5) Furthermore, to 
make integral was not given patentable weight, especially when there were no 
unobvious benefits to such an integration; note In re Larson, 144 USPQ 347 (CCPA 
1965), and (6) The decision in In re Larson was later upheld for the integration of 
electrical circuitry; note In re Tomoyuki Kohno, 157 USPQ 275 (CCPA 1968). 

Regarding claim 7, Watts teaches a hard drive wherein the computer code 
further includes: computer code for powering down the DRAM (Fig. 2a, step 42; column 
4, lines 9-13; column 5, lines 38-44; column 6, lines 6-13). 
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Regarding claim 8, Watts teaches a hard drive, wherein the computer code 
further includes: 

computer code for entering a write data into a log, the write data indicating that 
critical data was read from the DRAM and written to the FLASH memory (Fig. 5; column 
5, lines 38-44; column 6, lines 6-13). 

Regarding claims 9 and 10, Watts teaches a hard drive wherein the computer 
code further includes: computer code for transitioning the hard drive to a low power 
state or a power off state (Fig. 2a, step 42; column 4, lines 9-13; column 4, lines 24-25). 

Response to Arguments 

7. Applicant's arguments filed September 6, 2006 have been fully considered. 

(A) The arguments regarding claim 6 are moot in view of the new rejections. 

(B) With regard to the dependent claims, applicant's remarks indicate that 
they should be allowable because the independent claims are allowable. Since 
applicant has not rebutted any of the rejections directed to the particular features of 
these claims, these claims are deemed to stand or fall with the independent claims. 

(C) As for the double patenting rejection, the terminal disclaimer appears 
satisfactory but is awaiting final review. 
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Conclusion 



8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to James Peikari whose telephone number is (571) 272- 
4185. The examiner is generally available between 7:00 am and 7:30 pm, EST, 
Monday through Wednesday, and between 5:30 am and 4:00 pm on Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Reginald Bragdon, can be reached at (571) 272-4204. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center at 866-217-9197 (toll-free). 




B. James Peikari 
Primary Examiner 
Art Unit 2189 
11/25/06 



